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DETAILED ACTION 
Drawings 

1 . The drawings are objected to because of misspelling. 

• "attachement" (fig.9, 10, 13 and 21) 

• "ransfef (fig.5) 

• "tansmission" (fig.5, 16 and 19) 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. The replacement sheet(s) should be labeled "Replacement Sheet" in 
the page header (as per 37 CFR 1 .84(c)) so as not to obstruct any portion of the drawing 
figures. If the changes are not accepted by the examiner, the applicant will be notified 
and informed of any required corrective action in the next Office action. The objection to 
the drawings will not be held in abeyance. 
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Claim Rejections - 35 USC § 102 
2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



3. Claims 1-31 and 37-43 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Miller et al. (US006421 707B1 ). 



4. With regard to claims 1. 15 and 37-43 , Miller reference discloses, 

• an E-mail receiving device (service controller 713) receiving E-mail addressed to 
a certain destination; (Miller, col.1, lines 47-51, lines 54-58; col. 3, lines 33-38; 
col.9, lines 24-28; fig.7) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller and a receipt 
notification is selectively generated and delivered to the addressee. 

• an E-mail preparing device preparing receipt notice E-mail based on the E-mail 
received by said E-mail receiving device; (Miller, col.1 , lines 52-55; col. 4, lines 
40-43; col.9, lines 41-46) 

Miller teaches of an environment where a receipt notification is generated and 
delivered to the addressee. Miller's environment allows the subscriber the ability 
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to customize the message receipt notification through the use of a user-specific 
agent. 

• an E-mail transmitting device transmitting the receipt notice E-mail prepared by 
said E-mail preparing device to said destination; (Miller, col.1, lines 52-55; col. 9, 
lines 41-46) 

Miller teaches of an environment where a receipt notification is generated and 
delivered to the addressee. 

• a location information acquiring device acquiring location information of said 
destination; (Miller, col. 7, lines 8-15) 

Miller teaches of step of locating the addressee (i.e. subscriber). 

• a selecting device selecting one of multiple image output devices on the basis of 
the location information acquired by said position acquiring device; and (Miller, 
col.1, lines 47-58; col.2, lines 58-64; col.5, lines 35-49; col.6, lines 14-19; col.9, 
lines 40-46) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller, a receipt 
notification is selectively generated and delivered to the addressee, the 
addressee is located and finally the intended email is displayed to the subscriber 
or outputted to a device (i.e. facsimile) according to subscriber's preference. 

• a data transmitting device transmitting at least a portion of the data of the E-mail 
received by the E-mail receiving device to the image output device selected by 
the selecting device, a selecting device selecting one of multiple image output 
devices on the basis of the location information acquired by said position 
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acquiring device; and (Miller, col.1, lines 47-58; col.2, lines 58-64; col. 5, lines 35- 
49; col.6, lines 14-19; col.9, lines 40-46) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller, a receipt 
notification is selectively generated and delivered to the addressee, the 
addressee is located and finally the intended email is displayed to the subscriber 
or outputted to a device (i.e. facsimile) according to subscriber's preference. 

5. With regard to claims 2 and 16 , Miller reference discloses the invention substantially as 
claimed, 

See claims 1 and 15 rejection as detailed above. 
Furthermore, Miller reference discloses, 

• wherein said E-mail preparing device prepares the receipt notice E-mail based 
on the content of a main text portion of the E-mail received by the E-mail 
receiving device. (Miller, col.1, lines 47-58; col.3, lines 33-38; col.5, lines 22-27; 
fig.4(g, h)) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller and a receipt 
notification is selectively generated and delivered to the addressee. 
Furthermore, Miller anticipates that the notification message may contain the 
body of the email text. 



6. With regard to claims 3-5 and 17-19 , Miller reference discloses the invention 
substantially as claimed, 
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See claims 1 and 15 rejection as detailed above. 
Furthermore, Miller reference discloses, 

• wherein said E-mail preparing device prepares the receipt notice E-mail by 
removing an attachment file portion of the E-mail received by the E-mail receiving 
device. 

• wherein said data transmitting device transmits data corresponding to the 
attachment file portion of the E-mail received by the E-mail receiving device. 

• further comprising a converting device converting the attachment file portion of 
the E-mail received by the E-mail receiving device into data of a format 
acceptable to the image output device; wherein, said data transmitting device 
transmits the data after the conversion by said converting device. (Miller, col.1, 
lines 47-58; col.3, lines 33-38; col.5, lines 22-27; fig.4(g, h, i); fig.4(m)) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller and a receipt 
notification is selectively generated and delivered to the addressee. 
Furthermore, Miller anticipates that the notification message may contain the 
body of the email text. Miller shows in figures 4(i) and 4(m) that the attachments 
are listed separately to allow the subscriber the ability to retrieve it if desired after 
converting the attachment to the appropriate format. 



7. 



With regard to claims 6-7 and 20-21 . Miller reference discloses the invention 
substantially as claimed, 
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See claims 1 and 15 rejection as detailed above. 
Furthermore, Miller reference discloses, 

• wherein said data transmitting device transmits the data corresponding to the 
attachment file portion of the E-mail received by the E-mail receiving device. 
(Miller, col.1, lines 47-58; col.3, lines 33-38; col.5, lines 22-27; fig.4(g, h, i); 
fig.4(m)) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller and a receipt 
notification is selectively generated and delivered to the addressee. 
Furthermore, Miller anticipates that the notification message may contain the 
body of the email text. Miller shows in figures 4(i) and 4(m) that the attachments 
are listed separately to allow the subscriber the ability to retrieve it if desired after 
converting the attachment to the appropriate format. 



8. With regard to claims 8-11. 22-25 and 28-29 . Miller reference discloses the invention 
substantially as claimed, 

See claims 1 and 15 rejection as detailed above. 
Furthermore, Miller reference discloses, 

• wherein said selecting device selects image output devices within a certain 
distance from said destination. (Miller, col.1, lines 47-58; col.3, lines 33-38; col.5, 
lines 22-27; col.6, lines 9-19; fig.4(g, h, i); fig.4(m)) 

Miller teaches of a step of listing the available retrieval methods and allowing the 
subscriber to choose the desired delivery method. 
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• wherein said selecting device selects an image output device closest from said 
destination. (Miller, col.1, lines 47-58; col.3, lines 33-38; col.5, lines 22-27; col.6, 
lines 9-19; fig.4(g, h. i); fig.4(m)) 

• Miller teaches of a step of listing the available retrieval methods and allowing the 
subscriber to choose the desired delivery method. 

• wherein said selecting device including: 

■ a list preparing device preparing a list of image output devices within a 
certain distance from said destination; 

■ a list transmitting device transmitting the list prepared by said list 
preparing device to said destination; and 

■ a selection instruction receiving device receiving an instruction for 
specifying one of the image output devices in the list. (Miller, col.1 , lines 
47-58; col.3, lines 33-38; col.5, lines 22-27; col.6, lines 9-19; fig.4(g, h, i); 
fig.4(m)) 

Miller teaches of a step of listing the available retrieval methods and allowing the 
subscriber to choose the desired delivery method. 

9. With regard to claims 12-13. 26-27 and 30 , Miller reference discloses the invention 
substantially as claimed, 

See claims 1 and 15 rejection as detailed above. 
Furthermore, Miller reference discloses, 

• wherein said data transmitting device transmits the data to an image output 
device specified by a telephone number. (Miller, col.1, lines 47-58; col.3, lines 
33-38; col.5, lines 22-27; fig.4(g, h, i); fig.4(m)) 
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Miller teaches of a plurality of delivery methods such as email, fax, messaging, 
voice, etc. Alternative methods of delivering the data include the Internet, printer, 
display, etc. 



1 0. With regard to claims 14 and 31 . Miller reference discloses, 

• an E-mail receiving device receiving E-mail including a main text portion and an 
attachment file portion and being addressed to a certain destination; (Miller, 
col.1, lines 47-51, lines 54-58; col.3, lines 33-38; col. 9, lines 24-28; fig. 7) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller and a receipt 
notification is selectively generated and delivered to the addressee. 

• an E-mail preparing device preparing receipt notice E-mail by removing the 
attachment file portion from the received E-mail; (Miller, col.1, lines 47-58; col.3, 
lines 33-38; col.5, lines 22-27; fig.4(g, h, i); fig.4(m)) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller and a receipt 
notification is selectively generated and delivered to the addressee. 
Furthermore, Miller anticipates that the notification message may contain the 
body of the email text. Miller shows in figures 4(i) and 4(m) that the attachments 
are listed separately to allow the subscriber the ability to retrieve it if desired after 
converting the attachment to the appropriate format. 

• an E-mail transmitting device transmitting the receipt notice E-mail prepared by 
said E-mail preparing device to said destination; (Miller, col.1 , lines 52-55; col.9, 
lines 41-46) 
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Miller teaches of an environment where a receipt notification is generated and 
delivered to the addressee. 

• an instruction receiving device receiving an E-mail including an instruction for 
specifying one of multiple image output devices; (Miller, col.5, lines 35-49) 
Miller teaches of a step where the subscriber specifies the desired method of 
retrieval of the email as well as the attachments. 

• a converting device converting the attachment file portion into data of a format 
acceptable to the image output device; and (Miller, col.1 , lines 47-58; col.3, lines 
33-38; col.5, lines 22-27; fig.4(g, h, i); fig.4(m)) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller and a receipt 
notification is selectively generated and delivered to the addressee. 
Furthermore, Miller anticipates that the notification message may contain the 
body of the email text. Miller shows in figures 4(i) and 4(m) that the attachments 
are listed separately to allow the subscriber the ability to retrieve it if desire d 
after converting the attachment to the appropriate format. 

• a data transmitting device transmitting said data after the conversion to the 
image output device specified by said instruction. (Miller, col.1, lines 47-58; col.3, 
lines 33-38; col.5, lines 22-27; fig.4(g, h f i); fig.4(m)) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller and a receipt 
notification is selectively generated and delivered to the addressee. 
Furthermore, Miller anticipates that the notification message may contain the 
body of the email text. Miller shows in figures 4(i) and 4(m) that the attachments 
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are listed separately to allow the subscriber the ability to retrieve it if desired after 
converting the attachment to the appropriate format. 



1 1 . Claims 32-36 are rejected under 35 U.S.C. 1 02(e) as being anticipated by Theimer et al. 
(US005493692A). 



12. With regard to claims 32-36 , Theimer reference discloses, 

• a receiving device receiving E-mail from an E-mail controlling apparatus; 
(Theimer, col. 8, lines 40-58; col. 9, lines 7-20; col.24, lines 8-48; fig. 16) 
Theimer teaches of an environment where a message is received at a portable 
terminal unit, the available delivery methods based on the location of the 
subscriber are detected, and delivering the data to the appropriate output or 
display device, 

• a detecting device detecting the location of said portable terminal unit; and 
(Theimer, col. 8, lines 40-58; col. 9, lines 7-20; col.24, lines 8-48; fig. 16) 
Theimer teaches of an environment where a message is received at a portable 
terminal unit, the available delivery methods based on the location of the 
subscriber are detected, and delivering the data to the appropriate output or 
display device. 

• an acquiring device acquiring the data that indicates an image output device 
selected on the basis of the location detected by said detecting device. (Theimer, 
col. 8, lines 40-58; col. 9, lines 7-20; col.24, lines 8-48; fig. 16) 

Theimer teaches of an environment where a message is received at a portable 
terminal unit, the available delivery methods based on the location of the 
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subscriber are detected, and delivering the data to the appropriate output or 
display device. 



Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



14. Claims 1-43 are rejected under 35 U.S.C. 103(a) as being unpatentable over Miller 
(US006421707B1)and in view of Theimer etal. (US005493692A). 



1 5. With regard to claims t 14-15, 31-32 and 36-43 , Miller reference discloses, 

• an E-mail receiving device (service controller 713) receiving E-mail addressed to 
a certain destination; (Miller, col.1, lines 47-51, lines 54-58; col.3, lines 33-38; 
col.9, lines 24-28; fig.7) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller and a receipt 
notification is selectively generated and delivered to the addressee. 

• an E-mail preparing device preparing receipt notice E-mail based on the E-mail 
received by said E-mail receiving device; (Miller, col.1 , lines 52-55; col. 4, lines 
40-43; col.9, lines 41-46) 

Miller teaches of an environment where a receipt notification is generated and 
delivered to the addressee. Miller's environment allows the subscriber the ability 
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to customize the message receipt notification through the use of a user-specific 
agent. 

• an E-mail transmitting device transmitting the receipt notice E-mail prepared by 
said E-mail preparing device to said destination; (Miller, col.1, lines 52-55; col. 9, 
lines 41-46) 

Miller teaches of an environment where a receipt notification is generated and 
delivered to the addressee. 

• a data transmitting device transmitting at least a portion of the data of the E-mail 
received by the E-mail receiving device to the image output device selected by 
the selecting device, a selecting device selecting one of multiple image output 
devices on the basis of the location information acquired by said position 
acquiring device; and (Miller, col.1 , lines 47-58; col. 2, lines 58-64; col.5, lines 35- 
49; col.6, lines 14-19; col.9, lines 40-46) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller, a receipt 
notification is selectively generated and delivered to the addressee, the 
addressee is located and finally the intended email is displayed to the subscriber 
or outputted to a device (i.e. facsimile) according to subscriber's preference. 
Even though Miller discloses the locating and selecting steps as the Examiner 
explained in the 35 U.S.C. 102(e) rejection above, the Examiner will present another 
reference, Theimer (US005493692A), that clearly teaches the locating the subscriber 
device and selecting the appropriate output method base on the location of the 
subscriber. 
Theimer teaches, 
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• a location information acquiring device acquiring location information of said 
destination; (Theimer, col. 8, lines 40-58; col. 9, lines 7-20; col.24, lines 8-48; 
fig. 16) 

Theimer teaches of an environment where a message is received at a portable 
terminal unit, the available delivery methods based on the location of the 
subscriber are detected, and delivering the data to the appropriate output or 
display device. 

• a selecting device selecting one of multiple image output devices on the basis of 
the location information acquired by said position acquiring device; and (Theimer, 
col.8, lines 40-58; col.9, lines 7-20; col.24, lines 8-48; fig. 16) 

Theimer teaches of an environment where a message is received at a portable 
terminal unit, the available delivery methods based on the location of the 
subscriber are detected, and delivering the data to the appropriate output or 
display device. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to combine the Theimer reference with the Miller reference 
to selectively deliver messages to a subscriber of the wireless service base on the 
available as well as appropriate output or display methods in proximity to the 
subscriber. According to Theimer, it is advantageous to "provide a system in which 
the delivery of electronic messages to a particular user or users may be selective, 
depending upon the context or state of the user or users. Furthermore, appropriate 
computing devices for particular actions, such as delivery of electronics messages, 
are selected based on the environment in proximity to the user in relation to the 
properties of the message" (col.4, lines 5-12). 
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16. With regard to claims 2 and 16 , Miller and Theimer references disclose the invention 
substantially as claimed, 

See claims 1 and 15 rejection as detailed above. 
Furthermore, Miller reference discloses, 

• wherein said E-mail preparing device prepares the receipt notice E-mail based 
on the content of a main text portion of the E-mail received by the E-mail 
receiving device. (Miller, col.1, lines 47-58; col.3, lines 33-38; col.5, lines 22-27; 
fig.4(g, h)) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller and a receipt 
notification is selectively generated and delivered to the addressee. 
Furthermore, Miller anticipates that the notification message may contain the 
body of the email text. 

1 7. With regard to claims 3-5 and 17-19 , Miller and Theimer references disclose the 
invention substantially as claimed, 

See claims 1 and 15 rejection as detailed above. 
Furthermore, Miller reference discloses, 

• wherein said E-mail preparing device prepares the receipt notice E-mail by 
removing an attachment file portion of the E-mail received by the E-mail receiving 
device. 

• wherein said data transmitting device transmits data corresponding to the 
attachment file portion of the E-mail received by the E-mail receiving device. 
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• further comprising a converting device converting the attachment file portion of 
the E-mail received by the E-mail receiving device into data of a format 
acceptable to the image output device; wherein, said data transmitting device 
transmits the data after the conversion by said converting device. (Miller, col.1, 
lines 47-58; col.3, lines 33-38; col.5, lines 22-27; fig.4(g, h, i); fig.4(m)) 
Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller and a receipt 
notification is selectively generated and delivered to the addressee. 
Furthermore, Miller anticipates that the notification message may contain the 
body of the email text. Miller shows in figures 4(i) and 4(m) that the attachments 
are listed separately to allow the subscriber the ability to retrieve it if desired after 
converting the attachment to the appropriate format. 



1 8. With regard to claims 6-7 and 20-21 , Miller and Theimer references disclose the 
invention substantially as claimed, 

See claims 1 and 15 rejection as detailed above. 
Furthermore, Miller reference discloses, 

• wherein said data transmitting device transmits the data corresponding to the 
attachment file portion of the E-mail received by the E-mail receiving device. 
(Miller, col.1, lines 47-58; col.3, lines 33-38; col.5, lines 22-27; fig.4(g, h, i); 
fig.4(m)) 

Miller teaches of an environment where an email addressed to an addressee (i.e. 
subscriber) from the Internet is received at the service controller and a receipt 
notification is selectively generated and delivered to the addressee. 
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Furthermore, Miller anticipates that the notification message may contain the 
body of the email text. Miller shows in figures 4(i) and 4(m) that the attachments 
are listed separately to allow the subscriber the ability to retrieve it if desired after 
converting the attachment to the appropriate format. 

19. With regard to claims 8-11. 22-25 and 28-29 . Miller and Theimer references disclose the 
invention substantially as claimed, 

See claims 1 and 15 rejection as detailed above. 
Furthermore, Miller reference discloses, 

• wherein said selecting device selects image output devices within a certain 
distance from said destination. (Miller, col.1, lines 47-58; col.3, lines 33-38; col.5, 
lines 22-27; col.6, lines 9-19; fig.4(g, h, i); fig.4(m)) 

Miller teaches of a step of listing the available retrieval methods and allowing the 
subscriber to choose the desired delivery method. 

• wherein said selecting device selects an image output device closest from said 
destination. (Miller, col.1, lines 47-58; col.3, lines 33-38; col.5, lines 22-27; col.6, 
lines 9-19; fig.4(g, h, i); fig.4(m)) 

• Miller teaches of a step of listing the available retrieval methods and allowing the 
subscriber to choose the desired delivery method. 

• wherein said selecting device including: 

■ a list preparing device preparing a list of image output devices within a 
certain distance from said destination; 

■ a list transmitting device transmitting the list prepared by said list 
preparing device to said destination; and 
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■ a selection instruction receiving device receiving an instruction for 
specifying one of the image output devices in the list (Miller, col.1 , lines 
47-58; col.3, lines 33-38; col.5, lines 22-27; col. 6, lines 9-19; fig.4(g, h, i); 
fig.4(m)) 

Miller teaches of a step of listing the available retrieval methods and allowing the 
subscriber to choose the desired delivery method. 



20. With regard to claims 12-13, 26-27 and 30 , Miller and Theimer references disclose the 
invention substantially as claimed, 

See claims 1 and 15 rejection as detailed above. 
Furthermore, Miller reference discloses, 

• wherein said data transmitting device transmits the data to an image output 
device specified by a telephone number. (Miller, col.1, lines 47-58; col.3, lines 
33-38; col.5, lines 22-27; fig.4(g, h, i); fig.4(m)) 

Miller teaches of a plurality of delivery methods such as email, fax, messaging, 
voice, etc. Alternative methods of delivering the data include the Internet, printer, 
display, etc. 



Conclusion 

21 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

• Taniguchi et al. (US006801 962B2) 

• Hasegawa (US006510438B2) 

• Shimoosawa (US006658456B1 ) 
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• Namekawa (US006237027B1 ) 

• Shaffer etal. (US006092114A) 

• Nakanura (US005548789A) 

• Kowaguchi (US0061 85605B1 ) 

22. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Thomas Duong whose telephone number is 571/272-391 1 . The 
examiner can normally be reached on M-F 7:30AM - 4:00PM. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Jack B Harvey can 
be reached at 571/272-3923. The fax phone numbers for the organization where this 
application or proceeding is assigned are 703/872-9306 for regular communications and 
703/872-9306 for After Final communications. Any inquiry of a general nature or relating 
to the status of this application or proceeding should be directed to the receptionist 
whose telephone number is 571/272-2100. (J / // 



Thomas Duong (AU2145) 




December 17, 2004 



